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SELLER SIDE 
CONSIDERATIONS
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Who are the Buyers？
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Operating Company Non-Practicing EntityPatent Aggregator

by Wombo by Wombo



Open Auction v. Closed Auction
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Open Auction
Public
Anyone can join
Seller is obligated 

to sell

Closed Auction
Confidential
Seller may select 

buyers
No obligation for 

Seller to sell



What are the Roles of Brokers?
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Technical Analysis Network Negotiation



Engaging Brokers

• Fees are usually between 20 to 40% depending on the patent assets and 
status of the preparation by the seller

• Ask for past successes, closing rate and portfolio handled (per year), 
depth of technical analysis and resources 

• Be aware of withholding tax issues
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Information Control

 Control of Launch information

 Control of EOU information

 Control of Whitelist/Blacklist information

 Control of Offer Price information

 Control of Multiple Layers of NDAs
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Patent Sales Agreement
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 Grant Back Clause is usually included

 US Standing issue needs to be properly addressed

 Be aware of post-sales Cooperation Obligations 

 Be aware of broad Rep & Warranties

 Address the Withholding Tax Issue while negotiating the 
purchase price
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BUYER SIDE 
CONSIDERATIONS
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Buyer Specific Issues

 Request Exclusivity with caution

 Balance the cost/effort for Technical Analysis

 Consider Cherry-Picking the patents

 Price is what the Market decides

 Ask for Timeline and Priority

 Do not easily believe what you are told re: Pricing

 Act Sincerely (words gets around)
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RECENT CHANGES VENUE 
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Western District of Texas
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TC Heartland (U.S. 2017)

A case for patent infringement:

1. “may be brought in the judicial 
district where the defendant resides”

 Resides: State of Incorporation         
(reason for increase in cases in Delaware)

2. “[may be brought] where the 
defendant has committed acts of 
infringement and has a regular and 
established place of business”

Dallas

Houston

Austin
(Silicon Hills)

Marshall
Waco



Western District of Texas: Waco
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Western District of Texas: Waco
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Judge Albright (62)
Appointed by President Trump in 2018



Reaction from the Federal Circuit

• Several of the most important factors bearing on the transfer decision 
strongly favor transfer, and no factor favors keeping the case in the WDTX.
In re Apple Inc. (Fed. Cir. 2021)

• This factor is plainly insufficient to warrant keeping this case in the Texas 
forum given the striking imbalance. In re Google LLC (Fed. Cir. 2021)

• We recently granted a similar petition in a case involving Juniper because 
the district court’s refusal to transfer amounted to a clear abuse of 
discretion… We once again grant the mandamus petition and direct the 
district court to transfer.  In re Juniper Networks Inc. (Fed. Cir. 2021)
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Reaction from the U.S. Congress
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Reaction from the U.S. Congress
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Common-Sense Reforms Recommended by Prof. Anderson
(1) district judges should, by law, be randomly assigned to cases, and 
(2) venue in patent cases should be tied to divisions within a judicial district, 

not just the district as a whole."



Reaction from the U.S. Supreme Court

Reconciling these values is important to public 
confidence in the courts, and I have asked the Director 
of the Administrative Office, who serves as Secretary of 
the Judicial Conference, to put the issue before the 
Conference. The Committee on Court Administration 
and Case Management is reviewing this matter and will 
report back to the full Conference. This issue of judicial 
administration provides another good example of a 
matter that self-governing bodies of judges from the 
front lines are in the best position to study and solve—
and to work in partnership with Congress in the event 
change in the law is necessary.
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Chief Justice Roberts
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What can be ahead

• 11 Judges in WDTX adopts Judge Albright’s local patent 
rules and WDTX keeps its place as patent friendly venue 
with assistance from Magistate Judge Derek Gilliland 
(heavy criminal and immigration dockets in WDTX may 
prevent this)

• EDTX may rise again as chosen patent forum, especially 
for foreign companies where TC Heartland does not apply

• The number of cases in Delaware will likely rise due to 
many companies being incorporated there 
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Magistrate Judge
Derek Gilliland

Assigned in 2022
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Jitsuro Morishita
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Jitsuro Morishita
Tokyo:  03-4578-2530

Mobile: 070-1498-0066

jitsuro.morishita@morganlewis.com

Jitsuro Morishita devotes his practice to resolving complex 
global disputes in the areas of intellectual property, antitrust, 
governmental investigations, environmental issues, and labor. 

Early in his career, he worked in-house for two global 
technology companies, Pioneer Corporation and Fujifilm 
Corporation, bringing unique expertise to advocate using 
profound understanding of Japanese company cultures.

Jitsuro is devoted to bringing his clients (i) easy 
communication using excellent communication skills, (ii) 
pleasant surprises from creative and out-of-the-box ways of 
thinking, and (iii) deep satisfaction through great results and 
client-friendly experiences.

mailto:jitsuro.morishita@morganlewis.com
tel:+1.202.373.6037
tel:+1.202.373.6037
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