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Contributory Infringement

35 U.S.C.§271 (c)

Whoever offers to sell or sells within the United States or imports into the
United States a component of a patented machine, manufacture,
combination, or composition, or a material or apparatus for use in
practicing a patented process, constituting a material part of the
invention, knowing the same to be especially made or especially
adapted for use in an infringement of such patent, and not a staple
article or commodity of commerce suitable for substantial noninfringing
use, shall be liable as a contributory infringer.
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Lifetime Industries, Inc. v. Trim-Lok, Inc., (Fed. Cir. 2017)

Id. fig. 1.

A seal 1s “commonly placed along the interface

between the slide-out room and the opening in the side-

Morgan Lewis

US6,966,590

1. Aresilient seal used in combination with a mobile living quarters
having a slide-out room defining an interior space, said mobile living
quarters comprising a first sidewall having an exterior side, said first
sidewall defining an opening through which said slide-out room is
shifted between open and closed positions relative the first sidewall,
said slide-out room including a second sidewall spaced from said
first sidewall and an end wall defining said interior space, said end
wall including a peripheral flange overlapping said first sidewall
when said slide-out room is in its said closed position, said seal
comprising a mounting portion attached to said first sidewall along
said opening and a separate bulb portion, said bulb portion slidably
connected to said mounting portion for comp[r]essible contact with
said flange of said exterior wall when said slide-out room is in its

said closed position.



Lifetime Industries, Inc. v. Trim-Lok, Inc., (Fed. Cir. 2017)

e Plaintiff: Lifetime
— Owner of US6,966,590

— Two of its former employees
who had knowledge of the '590
patent now works at Trim-Lok

e Defendant: Trim-Lok:

- Manufactures two-part seal and
sells and incorporates the two-
part seal into RV

Morgan Lewis



Lifetime Industries, Inc. v. Trim-Lok, Inc., (Fed. Cir. 2017)

o Plaintiff: Lifetime

— The two-part seal sold by Trim-Lok had only one purpose: to be used in
an RV with a slide-out room

— Contributory infringement requires only the knowledge of the patent
and of its infringement, not intent to infringe.

e Defendant: Trim-Lok:
- Contributory infringement requires intent to infringe a patent.

- Plaintiff has only established the former employees' knowledge of the
'590 patent and has not sufficiently established that Trim- Lok intended
to infringe the patent.

Morgan Lewis (7]



Lifetime Industries, Inc. v. Trim-Lok, Inc., (Fed. Cir. 2017)

Federal Circuit Opinion

+Contributory infringement requires knowledge of the patent in suit and
knowledge of patent infringement.

“+We have held that contributory infringement requires “only proof of a
defendant’s knowledge, not intent, that his activity cause infringement.

n

*Lifetime adequately pleaded that Trim-Lok gained knowledge of the
patent before June 2013 from Busch and Torrey. Lifetime also pleaded
that a two-part seal was found installed on a Forest River RV, and that
Trim-Lok employees assisted with or directed that installation. It is
reasonable to infer, based on those facts and at this stage of litigation,
that Trim-Lok also knew of infringement.

Morgan Lewis (3]
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Contributory Infringement

35 U.S.C.§271 (b)

Whoever actively induces infringement of a patent shall be liable as
an infringer.

Morgan Lewis (10]



Elements of Induced Infringement

1) a third party directly infringed the asserted claims of the
asserted patents (Akamai III);

2) Defendant induced those infringing acts; and

3) Defendant knew the acts it induced constituted
infringement.

Morgan Lewis (11)



Eli Lilly & Co. v. Teva Parenteral Medicines, Inc. (Fed. Cir. 2017)

US7,772,209

12. An improved method for administering pemetrexed
disodium to a patient in need of chemotherapeutic
treatment, wherein the improvement comprises:

a) administration of between about 350 pg and
about 1000 pg of folic acid prior to the first
administration of pemetrexed disodium;

b) administration of about 500 pg to about 1500
ug of vitamin B12, prior to the first administration
of pemetrexed disodium; and

c) administration of pemetrexed disodium.
Morgan Lewis (12)



Eli Lilly & Co. v. Teva Parenteral Medicines, Inc. (Fed. Cir. 2017)

TEVA

§271 (b) (i) Direct infringement by the doctor

Doctor Patient (ii) Inducement of infringement by Teva

Divided (iii) Knowledge by Teva that the induced
Infringement acts constituted infringement

Morgan Lewis (13)



Eli Lilly & Co. v. Teva Parenteral Medicines, Inc. (Fed. Cir. 2017)

(i) Direct Infringement by doctor

The doctor "directs or controls" the patient and therefore directly infringes

(1) the person controls or conditions the other person's
participation in or receipt of benefits from the activity based on
the other person's performance of some step of the patented method
claim

(2) the person establishes the manner or timing of the
performance by others.

This 2-prong test is established by the physician’s lable
instructions, the patient’s instructions, and the expert testimony

Morgan Lewis Q
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Eli Lilly & Co. v. Teva Parenteral Medicines, Inc. (Fed. Cir. 2017)

(if)&(iii) Inducement and knowledge by Teva

« The lable instructions for physicians set forth by Teva on its
generic products emphasized the importance of and
explicitly and repeatedly urged physicians to pre-
administer folic acid, which was clear evidence of inducing
infringement with knowledge of infringement.

« The fact that Teva has continuously asked FDA to approve
the lable instructions also supports the inducing of
infrinegement with knowledge of infringemen

* The fact that some physicians did not follow the lable

instructions does not affect that conclusion
Morgan Lewis @
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35 U.S.C.§271 (c) HEFA101%25
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35 U.S.C.§271 (b) BARSACTEDED
Whoever actively induces BiECE=LEERT 3T (LS D

infringement of a patent shall
be liable as an infringer.
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Jitsuro Morishita

Jitsuro Morishita devotes his practice to resolving complex global
disputes in the areas of intellectual property, antitrust,
governmental investigations, environmental issues, and labor.

Early in his career, he worked in-house for two global
technology companies, Pioneer Corporation and Fujifilm
Corporation, bringing unique expertise to advocate using
profound understanding of Japanese company cultures.

Jitsuro Morishita
Partner

Tokyo: 03-4578-2530 Jitsuro is devoted to bringing his clients (i) easy communication

Mobile: 070-1498-0066

Siteuro. morishita@mordanlewis.com using excellent communication skills, (ii) pleasant surprises from

creative and out-of-the-box ways of thinking, and (iii) deep
satisfaction through great results and client-friendly experiences.
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